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Introduction:

“Intellectual Property” (IP) refers to creations of the mind, such as inventions; literary, artistic
works; designs; and symbols, names and images used in commerce.1 Licensed innovation,
often known as intellectual property, refers to an organization's or a person's collection of
creative resources that are legally protected from unauthorised use or use. In basic terms, a
non-tangible resource controlled by a company or individual is described as an asset that is
not tangible or its intellectual property right. As per Merriam Webster’s Dictionary, the
definition of intellectual property is a property (such as an idea, invention, or process) that
derives from the work of the mind or intellect.? The well-known intellectual properties are
copyrights, patents, geographical indications, trademarks, trade secrets etc.

The responsibility of any organisation for extracting money from protected invention and
preventing others from doing so is fundamental. Despite the fact that it is an intangible
resource, protected innovation might be more vital than an organization's actual resources.
Since intellectual property can give an upper hand, it is strictly confidential and ensured by
the organizations that control it.

A joint venture (JV) is a kind of business association where at least two gatherings or parties
consent to pool their assets to finish a specific work. There are various sorts of joint ventures,
but one that is commonly observed in the field of research is a paper joint venture, in which
independent partners collaborate but remain separate companies. Basically “when the
parties to a joint venture either incorporate a new entity for the joint venture or participate
in the development of an existing corporate entity, an incorporated joint venture is formed.”

Unincorporated joint ventures are based on a contract and they do not include the formation
of another entity or element. The venture's profits are divided according to the contract's
agreed-upon ratio. Unincorporated joint venture contracts include collaboration agreements
and technology transfer agreements. They're great for situations where the parties don't

1 World Intellectual Property Organization (What is Intellectual Property)
https://www.wipo.int/about-ip/en/

2 Merriam-Webster.com Dictionary, s.v. “intellectual property,” accessed January 21, 2022,
https://www.merriam-webster.com/dictionary/intellectual%20property.
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want to be tied together by a corporate framework.The distinction between unincorporated
and incorporated joint venture models is that the unincorporated joint venture is typically
used for short-term partnerships with a restricted scope, whereas the incorporated venture
is typically used for long-term collaborations with a greater scope and no time limit.3

Joint ventures are frequently employed in a variety of industries, usually in the
pharmaceutical, transport, travel, biotechnology, information technology, and
communications industries, where Intellectual Property rights are extremely important.

The main motivations for forming a joint venture are the desire to develop business into
different geographic regions, new item categories, and to form strategic partnerships in
parallel markets.

Joint ventures can be considered a helpful way for associations to utilize and intellectual
property assets while making a smaller financial commitment. Thus, organizations with
restricted monetary assets might have the option to make new innovation or put up an item
for sale to the public at costs that would some way or another be restrictive, bringing about
fast corporate development.

One of the potential models for IP collaboration is a joint venture. Companies form a joint
venture and pool their intellectual property assets as important contributions. A patent
and/or trademark joint venture may involve the sharing of patents and/or trademarks. It can
be expanded to include an R&D joint venture. It is possible for a particular branch of
technology to have limitations. Such collaborations are prevalent.*

IP INVOLVED IN JOINT VENTURES

One of the most important issues in a “Joint Venture” is “Intellectual Property”. This is due to

a number of factors, including®:

= When a joint venture business is established, the possession and protection of the
Intellectual Property that the joint venture regularly creates is of essential significance.

3 “Intellectual Property Issues in Joint Ventures”

https://blog.ipleaders.in/intellectual-property-issues-joint-
ventures/#:~:text=Intellectual%20Property%20(IP)%20and%20its%20Role%20in%20Joint%20Ventures&text=0
nce%20a%20joint%20venture%20company,the%20form%200f%20Intellectual%20Property.

% Intellectual Property Joint Ventures -Can Rivals Turn Into Valued Partners?
https://www.mondag.com/trademark/642688/intellectual-property-joint-ventures-can-rivals-turn-into-
valued-partners
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https://blog.ipleaders.in/intellectual-property-issues-joint-
ventures/#:~:text=Intellectual%20Property%20(IP)%20and%20its%20Role%20in%20Joint%20Ventures&text=0
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= The contribution of the partners in a joint venture may also be in the form of IP.

Accordingly, to participate in a joint endeavor, the parties should contribute their own IP
resources into the undertaking. Simultaneously, they should also have access to the IP
previously owned by other venturers. This is sometimes referred to as IP background

Foreground Intellectual Property implies Intellectual Property Right(s) that arise from or are
produced according to or with the end goal of the Agreement.

Since Intellectual Property assumes such a significant part in the foundation of a joint
endeavor, it is important that the parties unequivocally indicate the ownership for Intellectual
Property to be created by the joint venture, as well as their rights over it, from the very
beginning.

It is vital to agree on each party's investment in the beginning as well as their responsibilities
and obligations. All of this can be outlined in a particular contractual agreement relating to
an incorporated joint venture agreement establishing an independent legal entity or a joint
venture that is not incorporated.

OWNERSHIP OF IP ASSETS CREATED DURING THE JOINT VENTURE

The joint venture partners should also decide how they want to distribute ownership of the
IP assets generated or developed within the partnership, commonly known as "foreground
IP."

Assuming that the Joint venture is entity-based, the parties are probably going to make
courses of action for the foreground IP to be owned by the distinct JV business. As a result,
assigning ownership powers to one party or navigating the complexities of shared resource
responsibility is meaningless. This is a benefit of using a JV structure in view of elements. In
any case, assuming there is no separate JV organization and the parties' relationship is
basically legally binding, proprietorship should be distributed. The choices are frequently joint
possession or (2) restrictive proprietorship by one of the Joint venture partners, with or
without a permit to the other parties.

INTELLECTUAL PROPERTY RIGHTS IN THE LIFE CYCLE OF JOINT VENTURES

Any JV can be sub-divided in four stages ®°:

|. Pre-contractual
Il. Contractual

lll. Implementation

6 European IPR Helpdesk, Commercialising Intellectual Property: Joint Ventures
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IV. Termination

Precontractual Stage:

This stage is before the signing of legal documents. Sharing important company knowledge is
critical for establishing a joint venture, especially when IP accounts for a significant portion of
the capital contribution. A Non-Disclosure Agreement is signed between the parties to
carefully exercise extreme caution before giving any sensitive information to the other party,
who in many circumstances may be an adversary. This is accomplished by consenting to a
Non-Disclosure Agreement. It is best to include confidentiality terms in a JV agreement once
it has been established.

Contractual Stage

The legally binding stage may be seen as crucial, as intellectual property regulations must be
negotiated and specified in light of the agreement. During the negotiating phase, choices
must be made on whether the IP background should be allocated or licensed to other venture
partners for project execution. Background IP rights are normally authorized since the
proprietor can have constant command over them that way. The task is conceivable yet
trickier all the time, as the previous proprietor would require access privileges to the assigned
background.

Implementation Stage

Ownership and exploitation/utilization of foreground IP are critical considerations throughout
the joint venture's implementation phase. Parties must agree on who will own the foreground
IP and who will be able to use it. Another difficulty that might develop is an improvement to
an already existing background IP made by one of the venture's parties. Background IP
contributors frequently claim enhancements to their work. To minimise disagreements, it is
necessary to give precise definitions/provisions dealing with these complicated features of ad
hoc agreements. Assigning the whole property to the JV Company is a standard procedure. If
the foreground IP is jointly owned, a joint ownership agreement should be created, precisely
stating the quantity and the way in which the separate parties' rights are to be held.

The new business established as a consequence of the JV can profit from the joint venture's
intellectual property through manufacturing, research and development, marketing, and
commercialization. Parties may, however, choose to utilise their foreground IP on their own.
In different conditions, they might provide others the permission to exploit/use the

foreground.’

7 “Intellectual Property Issues in Joint Ventures”

https://blog.ipleaders.in/intellectual-property-issues-
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Termination Stage:

Even though an overview of the exit plan may have been established during the negotiating
phase, the actual conditions on which a JV may be terminated are usually agreed upon during
the execution stage or when a termination event occurs.

In the event of an amicable termination, venture partners will discuss the conditions of the
foreground repartition, usually based on each party's contribution, and make all of the
appropriate arrangements for licences to be terminated. On the other hand, it is rather
frequent. When a contract is terminated owing to a violation of the agreement, the insolvent
party i would lose all of its privileges, which must be returned to other investors.

CONCLUSION:

Joint ventures, particularly IP JVs, provide a legitimate chance for both participants to realise
their goals in the partnership without incurring excessive responsibilities and risks. Companies
can benefit from cooperative IP efforts in a fair way thanks to explicit contract terms. Most

joint ventures are built on intellectual property-based license/assighment agreements. IP

rules should not be overly restrictive and should be inventive enough to allow each partner
to realise their full economic potential. The outcomes of IP assessments are useful in
determining the optimum method to build, run, and even terminate transaction-based
collaboration models
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